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I 

DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of the Group I in the reply filed on 8/20/2007 is 
acknowledged. The traversal is on the ground(s) that there is no serious burden in searching and 
examining all groups of claims. This is not found persuasive because different groups of claims 
are drawn to a product and a method having different scope as claimed and, thus, the references 
that would be applied to one group of claims would not necessarily anticipate or render obvious 
the other group(s). Moreover, as to the question of burden of search, classification of subject 
matter is also an indication of the burdensome nature of the search involved. The literature 
search, particularly relevant in this art, is not co-extensive and is much more important in 
evaluating the burden of search. Burden in examining materially different groups having 
materially different issues also exists. Clearly different searches and issues are involved with 
each group. For these reasons, the restriction requirement is deemed proper and is adhered to. 
The restriction requirement is hereby made FINAL. 

Claims 7 and 8 have been withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to nonelected group of invention. Applicant timely traversed the 
restriction requirement in the reply filed on 8/20/2007. 

Claims 2, 5, 6 and 9-1 1 as amended (8/20/2007) are under examination in the instant 
office action. 

Specification 

The disclosure is objected to because of the following informalities: 
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The instant specification lacks the current address of the depository collection CGMCC. 
Appropriate correction is required. 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

Claims 2, 5, 6 and 9-1 1 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims as written, do not sufficiently distinguish over microbial cells and/or over 
environmental samples comprising the cells. In the absence of the hand of man, the naturally 
occurring products are considered non-statutory subject matter. See Diamond v. Chakrabarty, 
447 U.S. 393, 206 USPQ 193 (1980). The claims should be amended to indicate the hand of 
inventor, e.g., by insertion of "isolated strain" as encompassed by protocol of obtaining the strain 
of the instant invention as disclosed in the specification on page 2 or on page 10. See MPEP 
2105. 

Claim Rejections - 35 USC § 112 
Deposit 

Claims 2, 5, 6 and 9-1 1 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. 
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At least some of the claims require one of ordinary skill in the art to have access to a 
specific microorganism Paenibacillus polymyxa HY96-2 (CGMCC No. 0829). Because the 
microorganism is essential to the claimed invention, it must be obtainable by a repeatable 
method set forth in the specification or otherwise be readily available to the public. If the 
microorganism is not so obtainable or available, the requirements of 35 U.S.C. 112 may be 
satisfied by deposit of the microorganism. The specification does not disclose a repeatable 
process to obtain the microorganism and it is not clear from the specification or record that the 
microorganism is readily available to the public. 

The objection and accompanying rejection may be overcome by establishing that each 
microorganism identified is readily available to the public and will continue to be so for a period 
of 30 years or 5 years after the last request or for the effective life of the patent, whichever is 
longer, or by an acceptable deposit as set forth herein. See 37 CFR 1.801-1 .809. 

If the deposit is made under the terms of the Budapest Treaty, then an affidavit or 
declaration by applicants or a statement by an attorney of record over his/her signature and 
registration number, stating that the deposit has been made under the Budapest Treaty and that 
all restrictions imposed by the depositor on availability to the public of the deposited material 
will be irrevocably removed upon issuance of the patent would satisfy the deposit requirement. 
See 37 CFR 1.808. 

Because CGMCC has acquired the status of an International Depository in accordance to 
the Budapest Treaty, a declaration stating that all restrictions will be irrevocably removed upon 
issuance of the patent will overcome this rejection. 
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Indefinite 

Claims 2, 5, 6 and 9-1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 2 is rendered indefinite by the phrase "further" or "formulation further contains" 
because this phrase extends rather than limits the claimed subject matter. It is suggested to write, 
for example: "contains a carrier" and to present depending claim(s) drawn to the choice of the 
carrier(s). 

Claim 5 recites "a carrier" in the formulation of the claim 2 that appears to contain some 
or same "carriers". There is insufficient antecedent basis for this limitation in the claim. 

With respect to claims 6 and 11 it is uncertain whether the claimed formulation contains 
3-16% of water in the whole formulation or whether 3-16% of water are "further" added to some 
unidentified amount of water in the aqueous solution of the "culture broth of said strain" (see 
claim 2). 

With respect to claim 10 it is uncertain what "cell growth" is intended. Is it plant cell 
growth? 

Claim Rejections - 35 USC § 102/103 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2 and 10 are rejected under 35 U.S.C. 102(e) as anticipated by US 6,602,500 
(Kharbanda et al) or, in the alternative, under 35 U.S.C. 103(a) as obvious over US 6,602,500 
(Kharbanda et al). 

Claims are directed to a composition comprising cells of bacteria belonging to 
Paenibacillus polymyxa strain HY96-2 (CGMCC No. 0829) and a carrier. Some claims are 
further drawn to the intended effect of the composition in promoting plant growth. 

US 6,602,500 (Kharbanda et al) discloses a composition comprising cells of bacteria 
belonging to Paenibacillus polymyxa strain ATCC 202127 that is capable to produce antifungal 
compound and that is used for controlling fungal diseases of plants, thus, capable of promoting 
plant growth and yields (entire document including abstract). 

The referenced microorganism Paenibacillus polymyxa strain ATCC 202127 appears to 
be identical to the presently claimed strain Paenibacillus polymyxa strain HY96-2 (CGMCC No. 
0829) and is considered to anticipate the claimed microorganism since it belongs to the same 
bacterial species and is capable of promoting plant growth and yields. Consequently, the claimed 
strain appears to be anticipated by the cited reference. Moreover, applicants disclose that all 
culture and physiological characteristics of the claimed strain are shared with the 
representative(s) of Paenibacillus polymyxa (specification page 12, lines 8-10). 
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In the alternative, even if the claimed microorganism is not identical to the referenced 
strain with regard to some unidentified characteristics, the differences between that which is 
disclosed and that which is claimed are considered to be so slight that the referenced 
microorganism and its formulation(s) are likely inherently possess the same characteristics of the 
claimed microorganism and its formulation(s) particularly in view of the similar characteristics 
which they have been shown to share (such as assignment to the same species and capability of 
promoting plant growth). Thus, the claimed strain and/or composition(s) with this strain would 
have been obvious to those of ordinary skill in the art within the meaning of USC 103. 
Therefore, the claimed invention as a whole was clearly prima facie obvious, especially in the 
absence of evidence to the contrary. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent-may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2, 5, 6 and 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 6,602,500 (Kharbanda et al) taken with US 6,599,503. 

Claims are directed to a composition comprising cells of bacteria belonging to 
Paenibacillus polymyxa strain HY96-2 (CGMCC No. 0829) and a carrier. Some claims are 
further drawn to the intended effect of the composition in promoting plant growth. Some claims 
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are further drawn to incorporation of the carrier(s) such as clay, talc, diatomaceous earth, etc. 
Some claims are further drawn to incorporation of 3-16 % of water. 

US 6,602,500 (Kharbanda et al) discloses a composition comprising cells of bacteria 
belonging to Paenibacillus polymyxa strain ATCC 202127 that is capable to produce antifungal 
compound and that is used for controlling fungal diseases of plants, thus, capable of promoting 
plant growth and yields (entire document including abstract). The formulation with strain 
comprises carrier including liquid culture medium (col. 14, lines 62-65) and agricultural carriers 
to facilitate applications as intended for promoting plant growth (col. 10, lines 20-25). The cited 
patent is lacking particular disclosure about some particular carriers. 

However, US 6,599,503 discloses bacterial formulations intended for promoting plant 
growth that are suspended in water or aqueous solutions and comprise carriers such as clay, talc, 
diatomaceous earth, etc. (entire document including col. 7, lines 20-30). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the claimed invention was made to modify the formulations with cells of Paenibacillus polymyxa 
disclosed by US 6,602,500 (Kharbanda et al) by incorporation of various carriers with a 
reasonable expectation of success in promoting plant growth and plant yields because 
representatives of Paenibacillus polymyxa are capable of promoting plant growth and because 
various carriers including the claimed carriers have been known and used in formulations 
intended for promoting plant growth. Thus, the claimed invention as a whole was clearly prima 
facie obvious, especially in the absence of evidence to the contrary. 

The claimed subject matter fails to patentably distinguish over the state art as represented 
be the cited references. Therefore, the claims are properly rejected under 35 USC § 103. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vera Afremova whose telephone number is (571) 272-0914. The 
examiner can normally be reached from Monday to Friday from 9.30 am to 6.00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jon P. Weber, can be reached at (571) 272-0925. 

The fax phone number for the TC 1600 where this application or proceeding is assigned 
is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology center 1600, telephone number is (571) 272-1600. 
Vera Afremova 



AU 1657 




October 22, 2007 



VERA AFREMOVA 



PRIMARY EXAMINER 



